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hereby certify that this corresJJ Jence is being deposited with the United 
States Postal Service as first class mail in an envelope addressed to: 
^Assistant Commissioner for Patents 
Washington, D.C. 20231 



PATENT 

Attorney Docket No.: 2307O-1 17500US 
Client Reference No.: 2001-355 




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 

Wen-Lin KUO et al. 

Application No.: 09/819,148 

Filed: March 27, 2001 

For: METHODS FOR DIAGNOSING 
AND MONITORING MALIGNANCIES 
BY SCREENING GENE COPY 
NUMBERS 



Examiner: To Be Assigned 
Art Unit: 1651 



PETITION UNDER 37 CFR § 1.47(a) FOR 
INVENTOR WHO REFUSES TO SIGN 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 



Joint inventors hereby petition the Commissioner and fulfill any requirements 
under 37 CFR § 1.47(a) on behalf of the non-signing inventor, Daniel Polikoff. Attached to 
support this petition are: 

1) Petition for Revival of an Application for Patent Unintentionally Abandoned 
Under 37 CFR §1. 137(b); 

2) Executed declaration 37 CFR under 37 CFR § 1 .63 indicating last known 
address of the non-signing inventor; and 

3) Response to Notice to File Missing Parts under 37 CFR § 1.53(b) 



For the reasons in the attached executed declarations by Helen L Mumler, Dana 
Kane, and Kevin L. Bastian, itis believed that sufficient basis has been established for reviving 
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this application in the absence of Daniel Polikoff s signature. The Petition Under 37 CFR 
§ 1.47(a) is therefore respectfully requested to be granted. 



Please deduct the appropriate fee of $130.00 as required by 37 CFR §1. 17(h) 



from the undersigned's Deposit Account No. 20-1430. 



TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, 8 th Floor 

San Francisco, California 941 1 1-3834 

Tel: (41 5) 576-0200 

Fax: (415) 576-0300 

KLB/ajg 

Date: October 25, 2002 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 

Wen-Lin KUO et al. 

Application No.: 09/819,148 

Filed: March 27, 2001 

For: METHODS FOR DIAGNOSING 
AND MONITORING MALIGNANCIES 
BY SCREENING GENE COPY 
NUMBERS 



Examiner: To Be Assigned 
Art Unit: 1651 

DECLARATION UNDER 37 C.F.R. § 
1.47(a) OF DANA KANE 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

I, Dana Kane, being duly warned that willful false statements and the like are 
punishable by fine or imprisonment or both (18 U.S.C. § 1001), and may jeopardize the validity 
of the patent application or any patent issuing, thereon, state and declare as follows: 

1 . All statements herein made of my own knowledge are true. 



2. I, Dana Kane, am currently a Patent Prosecution Secretary at Townsend & 
Townsend & Crew LLP. 
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3. At the time the below mentioned letter was sent to Daniel Polikoff 
(Exhibit A), I was a Patent Prosecution Secretary at Townsend & Townsend & Crew LLP, 
responsible for preparing and sending correspondence for Kevin L. Bastian. 

4. The last known address of Mr. Polikoff is 564 Central Ave. #210, 
Alameda, CA 94501, provided by Dr. Joe W. Gray. 

5. This declaration is provided to demonstrate that joint inventor, Daniel 
Polikoff, has refused to join in an application for patent. 

6. On December 1 8, 2001 , a letter was sent via Express Mail to Daniel 
Polikoff, requesting signature of both the Declaration and Assignment with respect to the instant 
application. Daniel Polikoff did not respond. Please see Exhibit A which includes a copy of the 
letter sent to Mr. Polikoff and of the Express Mail receipt. 

7. As of the date of this declaration, no attempt has been made by Daniel 
Polikoff to return the executed documents to myself or any of the other representatives of 
Townsend & Townsend & Crew LLP. 




Dana Kane 
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December 18, 2001 



VIA FEDERAL EXPRESS 
Dr. Joe W. Gray 

Professor of Laboratory Medicine and 

Radiation Oncology 

UCSF Comprehensive Cancer Center 

2340 Sutter St., Rm. N415 

San Francisco, CA 94143-0808 

Re: US Patent Application No. 09/819,148 

For: METHODS FOR DIAGNOSING AND MONITORING MALIGNANCIES 
BY SCREENING GENE COPY NUMBERS 
Our Ref. No.: 02307O-1 17500 
UC Case No.: 2001-355 



In accordance with instructions from Candy Voelker, enclosed for your signature are a 
Declaration and Assignment for the above-referenced application. By copy of this letter, 
counterpart documents are being sent to the rest of the inventors for signature. 

Enclosed for review with each copy of this letter is a copy of the application as filed on 
March 27, 2001. As you are aware, US patent laws require that the inventors review the 
application before signing the Declaration. 

When you have completed your review, please execute the Declaration and the 
Assignment. As you and the other inventors may know, the Declaration and Assignment may 
bear the same date of execution, but in no instance may the Assignment predate the Declaration. 

Please return the executed documents to us in the enclosed self-addressed Federal 
Express envelope as soon as possible. The final deadline for filing these papers in the USPTO is 
December 29, 2001. Failure to meet this deadline will result in abandonment of the application. 



Dear Joe: 



• TOWMSEND 



and 

TOWN5END 
and 
CREW 



Dr. Joe W. Gray 
December 18,2001 
Page 2 



We greatly appreciate your assistance, and that of the other inventors, in this matter. 



KLB:dk 
Encs. 

cc: Candace L. Voelker (w/o encs.) 
Daniel Polikoff (w/encs.) 
Wen-Lin Kuo (w/encs.) 
Daniel Pinkel (w/encs.) 
Donna Albertson (w/encs.) 
Andy Berchuk (w/encs.) 
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Very truly yours, 




Titian 



Attorney Docket No.: 02307L i7500US pto/SB/oia (10-00) 

Client Ref No.: UC Case No.: 2001 -355 Approved fo. use through 10/31/2002. omb 0651-0032 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 

f DECLARATION (37 CFR 1,63) FOR UTILI TY OR DESIGN APPLICATION 

J USING AN AHPLIUAMUN UAI A SHbbl (3 / OK 1./B) I 

As the below named inventor(s), l/we declare that: 

This declaration is directed to: 

□ The attached application, or 

S Application No. 09/819.148 . filed on 03/27/2001 . 

□ as amended on (if applicable); 

l/we believe that l/we am/are the original and first inventor(s) of the subject matter which is claimed and 
for which a patent is sought; 

l/we have reviewed and understand the contents of the above-identified application, including the 
claims, as amended by any amendment specifically referred to above; 

l/we acknowledge the duty to disclose to the United States Patent and Trademark Office all information 
known to me/us to be material to patentability as defined in 37 CFR 1.56, including material information 
which became available between the filing date of the prior application and the National or PCT 
International filing date of the continuation-in-part application, if applicable; and 

All statements made herein of my/our own knowledge are true, all statements made herein on 
information and belief are believed to be true, and further that these statements were made with the 
knowledge that willful false statements and the like are punishable by fine or imprisonment, or both, 
under 18 U.S.C. 1001 , and may jeopardize the validity of the application or any patent issuing thereon. 





FULL NAME OF INVENTOR(S) 






Inventor one 
Signature: 


Daniel Polikoff 


Date: 






Citizen of: 


U.SA 




Inventor two 


Wen-Lin Kuo 


Date: 




Signature: 




Citizen of: 


U.SA 




Inventor three 


Daniel Pinkel 


Date: 




Sianature: 




Citizen of: 


U.SA 




Inventor four 


Donna Albertson 


Date: 




Signature: 




Citizen of: 


U.SA 


Inventor five 


Andv Berchuk 


Date: 




Signature: 




Citizen of: 


U.SA 




Inventor six 


Joe Grav 


Date: 




Signature: 




Citizen of: 


U.SA 
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TTC Attorney Docket No. 023070-1 175O0US 



ASSIGNMENT 

U.C. Case No. 2001-355 

For good and valuable consideration, the receipt of which is hereby acknowledged, ASSIGNOR(S), 
1. Daniel Polikoff 2. Wen-Lin Kuo 

3. Daniel Pinkel 4. Donna Albertson 

5. Andy Berchuk 6. Joe Gray 

hereby sells, assigns and transfers to ASSIGNEE, The Regents of the University of California, a California 
Corporation, having its statewide administrative offices located 1111 Franklin St., 12 th Floor, Oakland, CA 
94607-5200, and the successors, assigns and legal representatives of the ASSIGNEE all of its right, title and 
interest for the United States and its territorial possessions and in all foreign countries in and to, any and all 
improvements which are disclosed in the invention entitled: 

METHODS FOR DIAGNOSING AND MONITORING MALIGNANCIES BY SC REENING GENE COPY NUMBERS 

and which is found in 

(a) U.S. provisional application filed herewith and listing the above-named persons as inventors 

(b ) U.S. patent application filed herewith and listing the above-named persons as inventors 

( C ) X U.S. application serial no. 09/819.148 , filed on 03/27/2001 _ 

(d) U.S. Patent No.: , issued . „ — _ 



and any legal equivalent thereof in a foreign country, including the right to claim priority and, in and to, all Letters 
Patent to be obtained for said invention by the above application or any continuation, division, continuation-in- 
part, extension, conversion to 35 USC 111(a) or substitute thereof, and any reissue, reexamination or extension 
of said Letters Patent and all rights under all International Conventions for the Protection of Industrial Property; 

ASSIGNOR(S) hereby covenants that no assignment, sale, agreement or encumbrance has been or will be made 
or entered into which would conflict with this assignment; 

ASSIGNOR(S) further covenants that ASSIGNEE will, upon its request, be provided promptly with all pertinent 
facts and documents relating to said invention and said Letters Patent and legal equivalents as may be known and 
accessible to ASSIGNOR and will testify as to the same in any interference, litigation, or proceeding relating 
thereto and will promptly execute and deliver to ASSIGNEE or its legal representative any and all papers, 
instruments or affidavits required to apply for, obtain, maintain, issue or enforce said application, said invention 
and said Letters Patent and said equivalents thereof which may be necessary or desirable to carry out the 
purposes thereof. An attorney of record is authorized and requested by the execution of this assignment to insert 
into this assignment the filing date and serial number of said application when officially known. 

AND the ASSIGNOR(S) requests the Commissioner of Patents and Trademarks to issue said Letters Patent of the 
United States and any reissue or extension thereof to the ASSIGNEE, The Regents of the University of California. 

executed this Signature of Inventor(s) 

day of , 2001 „ . 



DANIEL POLIKOFF 



, day of , 2001 

day of . 2001 



WEN-LIN KUO 



DANIEL PINKEL 
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LLC Case No. 2001-355 
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, day of , 2001 



DONNA ALBERTSON 

day of , 2001 



ANDY BERCHUK 

day of / 2001 



JOE GRAY 
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I hereby certify that this correspondence is being deposited with the United PATENT 

States Postal Service as first class mail in an envelope addressed to: Attorney Docket No. 023070- 1 1 7500US 

Assistant Commissioner for Patents, Box DAC, Washington, D.C. 20231 Client Ref. No.: 2001-355 

On OCTQ8£g 35, 3Q6 3- 



TOWNSEND M TOWNSENf^and Clj 




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 

Wen-Lin KUO et al. 

Application No.: 09/819,148 

Filed: March 27, 2001 

For: METHODS FOR DIAGNOSING 
AND MONITORING MALIGNANCIES 
BY SCREENING GENE COPY 
NUMBERS 



Examiner: To Be Assigned 

Art Unit: 1651 

DECLARATION UNDER 37 C.F.R. § 
1.47(a) OF HELEN I. MUMLER 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

I, Helen I. Mumler, being duly warned that willful false statements and the like 
are punishable by fine or imprisonment or both (18 U.S.C. § 1001), and may jeopardize the 
validity of the patent application or any patent issuing, thereon, state and declare as follows: 

1 . All statements herein made of my own knowledge are true. 



2. 

& Townsend & Crew 



I, Helen I. Mumler, am currently a Patent Practice Specialist at Townsend 
LLP. 
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3. At the time the below mentioned letters were sent to Daniel Polikoff 
(Exhibits A-C), I was a Patent Prosecution Secretary at Townsend & Townsend & Crew LLP, 
and was responsible for preparing and sending correspondence for J. David Smith. 

4. This declaration is provided to demonstrate that joint inventor, Daniel 
Polikoff , has refused to join in an application for patent. 

5 . The last known address of Mr. Polikoff was, at the time of our inquiries, 
3516 Barrett Ave., Richmond, CA. 94805. 

6. The last known address of Mr. Polikoff as of the date of this Declaration, 
is 564 Central Ave #210, Alameda, CA 94501. 

7. On July 27, 2001, a letter to Daniel Polikoff was sent via Certified Mail 
requesting signature of both the Declaration and Assignment with respect to the instant 
application. Daniel Polikoff did not respond. Please see Exhibit A which includes the letter sent 
to Mr. Polikoff. 

8 . A follow-up reminder was sent via Certified Mail on August 2 1 , 200 1 
resulting in no response received from Mr. Polikoff. Please see Exhibit B which includes the 
follow-up letter sent to Mr. Polikoff. 

9. On September 20, 2001 , another letter was sent via Certified Mail to Dr. 
Joe W. Gray at UCSF Comprehensive Cancer Center, confirming Daniel Polikoff s mailing 
address and asking for his assistance in reaching Mr. Polikoff. We received no response from 
Mr. Polikoff. Please see Exhibit C which includes the letter to Dr. Joe W. Gray regarding Mr. 
Polikoff s lack of responses to our inquiries. 
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10. As of the date of this declaration, no attempt has been made by Daniel 
Polikoff to return the executed documents to myself or any of the other representatives of 
Townsend & Townsend & Crew LLP. 




Helen I. Mumler 
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TOWNSEND 
and 

TOWNSEND 
and 

Crew 




Palo Alto, Co. nia 
Te! 650 326-2400 



San Francisco 



Walnut Creek, California 
Tel 925 472-5000 



Denver, Colorado 
Tel 303 571-4000 



Two Embarcadero Center 
8th Floor 
San Francisco 
California 94111-3834 
Tel 415 576-0200 
Fax 415 576-0300 



Seattle, Washington 
Tel 206 467-9600 



Direct: 415-273-7551 



July 27, 2001 



Daniel Polikoff 
3516 Barrett Ave. 
Richmond, CA. 94805 

Re: US Patent Application No. 09/819,148 

For: METHODS FOR DIAGNOSING AND MONITORING MALIGNANCIES 

BY SCREENING GENE COPY NUMBERS 

Filed: March 27, 2001 

Client Reference No.: 2001-355 

Our File No.: 023070-1 17500US 



Dear Mr. Polikoff: 

Enclosed please find two copies of a Declaration and an Assignment for you to sign with respect 
to the above-referenced patent application. In particular, please be sure to confirm the accuracy 
of the information that relates to you. 

You may keep one set for your records. Please return a signed copy of each of the Declaration 
and Assignment as soon as possible in the enclosed self-addressed, stamped envelope. 



Very truly yours, 




JDS/him 
Enclosures 
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TOWNSEND 
and 

TOWNSEND 
and 

Crew 



Palo Alto, i .n 
Tel 650 326-2400 



Walnut Creek, California 
Tel 925 472-5000 



Denver, Colorado 
Tel 303 571-4000 



Seattle, Washington 
Tel 206 467-9600 



.ma 



Two Embarcadero Center 
8th Floor 
San Francisco 
California 94111-3834 
Tel 415 576-0200 
Fax 415 576-0300 



San Francisco 



Direct: 415-273-7551 



u.r 



August 21, 2001 



Daniel Polikoff 
3516 Barrett Ave. 
Richmond, CA. 94805 

Re: US Patent Application No. 09/819,148 

For: METHODS FOR DIAGNOSING AND MONITORING MALIGNANCIES 

BY SCREENING GENE COPY NUMBERS 

Filed: March 27, 2001 

Client Reference No.: 2001-355 

Our File No.: 0230704 17500US 

Dear Mr. Polikoff: 

On July 27, 2001 , we sent you an Assignment and a Declaration to be signed for the above- 
referenced patent application. However we have not received your signed documents as of this 
date. 

This is a reminder to please return a signed copy of each of the Declaration and Assignment as 
soon as possible in the self-addressed, stamped envelope which we provided. Thank you for 
your assistance in this important matter. 




Very truly yours, 



JDS/himSF 1260464 vl 



TOWNSEND 
and 

TOWNSEND 
and 

Crew 



Palo Alto, i ma 
Tel 650 326-^UO 

Denver, Colorado 
Tel 303 571-4000 

Walnut Creek, California 
Tel 925 472-5000 

Seattle, Washington 
Tel 206 467-9600 



San Francisco 

Two Embarcadero Center 

8th Floor 

San Francisco 

California 94111-3834 

Tel 415 576-0200 

Fax 415376-0300 
jds@townsend.com 

direct dial: (415)273-7551 



September 20, 2001 



Dr. Joe W. Gray 

Professor of Laboratory Medicine and 

Radiation Oncology 

UCSF Comprehensive Cancer Center 

2340 Sutter St, Rm. N415 

San Francisco, CA 94143-0808 

Re* US Patent Application No. 09/819,148 

' For: METHODS FOR DIAGNOSING AND MONITORING MALIGNANCIES 
BY SCREENING GENE COPY NUMBERS 
Our Ref. No.: 023070-117500 
TTnrw. No.: 2001-355 

Dear Dr. Gray: 

Thank you for sending back your signed Assignment and Declaration in the above- 
referenced matter. We have received signed documents from everyone except Daniel Pohkoff 
^tlahomemail^ 94805 ' The imtial request 

was sent on July 27, with a follow up reminder on August 21, 2001 . 

Do you know how to reach Mr. Polikoff in order to encourage him to sign and send in the 
completed documents? I thank you for any assistance which you can provide. 

Very truly yours, 



J. David Smith 



JDS/him 
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I hereby certify that this correspondence is being deposited with the United 
States Postal Service as first class mail in an envelope addressed to: 
Assistant Commissioner for Patents, Box DAC, Washington, D.C. 2023 1 
On OCTOBER 25,3063 




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



PATENT 

Attorney Docket No.: 02307O-1 17500US 
Client Ref. No.: 2001-355 



In re application of: 

Wen-Lin KUO et al. 

Application No.: 09/819,148 

Filed: March 27, 2001 

For: METHODS FOR DIAGNOSING 
AND MONITORING MALIGNANCIES 
BY SCREENING GENE COPY 
NUMBERS 



Examiner: To Be Assigned 

Art Unit: 1651 

DECLARATION UNDER 37 C.F.R. § 
1.47(a) OF KEVIN L. BASTIAN 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

I, Kevin L. Bastian, being duly warned that willful false statements and the like 
are punishable by fine or imprisonment or both (18 U.S.C. § 1001), and may jeopardize the 
validity of the patent application or any patent issuing, thereon, state and declare as follows: 



1 . All statements herein made of my own knowledge are true. 



2. I, Kevin L. Bastian, am currently a Partner at Townsend & Townsend & 

Crew LLP. 



Wen-Lin KUO et al. 
Application No.: 09/819,148 
Page 2 



PATENT 



3. 



At the time the below mentioned letter was sent to Daniel Polikoff 



(Exhibit A), Dana Kane was a Patent Prosecution Secretary at Townsend & Townsend & Crew 
LLP, responsible for preparing and sending correspondence on behalf of myself. 

4. The last known address of Mr. Polikoff is 564 Central Ave. #210, 
Alameda, CA 94501, provided by Dr. Joe W. Gray. 

5. This declaration is provided to demonstrate that joint inventor, Daniel 
Polikoff, has refused to join in an application for patent. 



Polikoff requesting signature of both the Declaration and Assignment with respect to the instant 
application. Daniel Polikoff did not respond. Please see Exhibit A which includes a copy of the 
letter sent to Mr. Polikoff and of the Express Mail receipt. 

7. As of the date of this declaration, no attempt has been made by Daniel 
Polikoff to return the executed documents. On December 26, 2001, Mr. Polikoff left a voice 
mail message with me stating that he would not sign the Declaration or Assignment documents. 



6. 



On December 18, 2001, a letter was sent via Express Mail to Daniel 




;vin L. Bastian (Reg. No. 34,774) 
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December 18, 2001 



VIA FEDERAL EXPRESS 
Dr. Joe W. Gray 

Professor of Laboratory Medicine and 

Radiation Oncology 

UCSF Comprehensive Cancer Center 

2340 Sutter St., Rm. N415 

San Francisco, CA 94143-0808 

Re: US Patent Application No. 09/8 1 9, 1 48 

For: METHODS FOR DIAGNOSING AND MONITORING MALIGNANCIES 
BY SCREENING GENE COPY NUMBERS 
OurRef. No.: 023070-117500 
UC Case No.: 2001-355 



In accordance with instructions from Candy Voelker, enclosed for your signature are a 
Declaration and Assignment for the above-referenced application. By copy of this letter, 
counterpart documents are being sent to the rest of the inventors for signature. 

Enclosed for review with each copy of this letter is a copy of the application as filed on 
March 27, 2001. As you are aware, US patent laws require that the inventors review the 
application before signing the Declaration. 

When you have completed your review, please execute the Declaration and the 
Assignment. As you and the other inventors may know, the Declaration and Assignment may 
bear the same date of execution, but in no instance may the Assignment predate the Declaration. 

Please return the executed documents to us in the enclosed self-addressed Federal 
Express envelope as soon as possible. The final deadline for filing these papers in the USPTO is 
December 29. 2001. Failure to meet this deadline will result in abandonment of the application. 



Dear Joe: 



RECEIVED 

NOV 0 4 2002 



OFFICE OF PETITIONS 



TOWNSEND 




Dr. Joe W. Gray 
December 18,2001 
Page 2 



We greatly appreciate your assistance, and that of the other inventors, in this matter. 



KLB:dk 
Encs. 

cc: Candace L. Voelker (w/o encs.) 
Daniel Polikoff (w/encs.) 
Wen-Lin Kuo (w/encs.) 
Daniel Pinkel (w/encs.) 
Donna Albertson (w/encs.) 
Andy Berchuk (w/encs.) 
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Very truly yours, 




lastian 



